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DETAILED ACTION 

Claims 1-37 are pending in the instant application. 

Continued Examination Under 37 CFR 1. 1 14 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1114. Applicant's submission filed on 
9/13/2004 has been entered. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 24 is rejected under 35 U.S.C. 112 Second Paragraph. 

Referring to claim 24 . Claim 24 is rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. Claim 24 is dependent from 
claim 21 . Claim 24 discloses a media buyer There is insufficient antecedent basis for 
this limitation in the claim. 
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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1-4, 8-12, 14-21 and 32-34 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Gever U.S. Patent No. 6,313,835. 

Referring to claim 1 . Gever discloses an Internet advertising system comprising: 

• A multimedia presentation comprising at least one component selected from a 
group consisting of computer generated animation and full-motion video, a given 
item within the selected component of the multimedia presentation represented 
by an embedded placeholder, the embedded placeholder programmed to follow 
a series of actions of the given item within the multimedia presentation (Gever: 
column 2, lines 5-36); 

• A set of advertisements corresponding to the embedded placeholder, each 
advertisement being indexed by at least one demographic indicator (Gever: 
column 1, lines 52-61); 

• Means for identifying at least one demographic characteristic of a user (Gever: 
column 2, lines 37-53); 
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• Means for selecting one advertisement from the set of advertisements, the 
selector means including a comparison of the user's at least one demographic 
characteristic with the at least one demographic indicator of each advertisement 
to select the most relevant advertisement for the user (Gever: column 2, lines 37- 
53); 

• Means for inserting the selected advertisement into the embedded placeholder of 
the multimedia presentation, the inserter means creating a seamless 
advertisement dynamically contained in the multimedia (Gever: column 2, lines 5- 
36); 

• Presentation and targeted to the user's demographic characteristics (Gever: 
column 2, lines 37-53); and 

• Means for delivering the multimedia presentation to the user (Gever: column 15, 
line 50 to column 1 6, line 1 4). 

The Examiner notes, even though Gever discloses all of the limitations of claim 1 
as indicated supra, the type of element corresponding to the embedded placeholder (i.e. 
advertisement slogan, logo, color, text, etc.) constitutes nonfunctional descriptive 
material. The selecting of the element would be performed the same regardless of the 
element. Thus, this descriptive material will not distinguish the claimed invention from 
the prior art in terms of patentability, see In re Gulack, 703 F. 2d 1 381 , 1 385, 21 7 USPQ 
401, 404 (Fed. Cir. 1983). 
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Referring to claim 2 . Gever further discloses a system comprising a hyperlink in 
the advertisement contained in the multimedia presentation (Gever: Fig. 4, "LINK1, 
TEXT1"). 

Referring to claim 3 . Gever further discloses a system wherein the hyperlink in 
the advertisement is a hyperlink to an advertiser's website (Gever: Fig. 4, "LINK1, 
TEXT1"). 

Referring to claim 4 . Gever further discloses a system wherein the multimedia 
presentation is an animation (Gever: Fig. 3, "60"). 

Referring to claim 8 . Gever further discloses a system wherein the multimedia 
presentation includes at least two embedded placeholders (Gever: Fig. 4, "PICTURE1, 
PICTURE2, S0UND1") 

Referring to claim 9 . Gever further discloses the system comprising multiple sets 
of advertisements, each set of advertisements corresponding to one of the at least two 
embedded placeholders (Gever: Fig. 4, TICTURE1, PICTURE2, S0UND1"). 

Referring to claim 10 . Gever further discloses a system wherein the identifier 
means includes cookies generated by an Internet browser of the user (Gever: column 

15, line 50 to column 16, line 8). 

Referring to claim 1 1 . Gever further discloses a system wherein the identifier 
means includes a survey completed by the user (Gever: column 15, line 50 to column 

16. line 8). 

Referring to claim 12 . Gever further discloses a system wherein the inserter 
means is a computer program (Gever: Fig. 3). 
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Referring to claim 14 . Gever further discloses a system wherein the computer 
program is stored on a first server and the multimedia presentation containing the 
embedded placeholder is also stored on the first server (Gever: column 7, line 56 to 
column 8, line 2). 

Referring to claim 15 . Gever further discloses a system wherein the computer 
program is stored on a first server and the multimedia presentation containing the 
embedded placeholder is stored on a second server (Gever: column 7, line 56 to 
column 8, line 2). 

Referring to claim 16 . Gever further discloses a system wherein the delivery 
means is an Internet connection between a first server storing the multimedia 
presentation containing the embedded placeholder and a computer operated by. the 
user (Gever: Fig. 1,"28") 

Referring to claim 17 . Gever further discloses a system comprising a syndication 
network (Gever: Fig. 1, "28"). 

Referring to claim 18 . Gever further discloses a system wherein the syndicated 
network collects the multimedia presentation and the selected advertisement, and the 
syndication network delivers the multimedia presentation containing the selected 
advertisement to the user's computer (Gever: Fig. 1 and Fig. 3). 

Referring to claim 19 . Gever further discloses a system wherein the syndicated 
network collects the multimedia presentation and the selected advertisement separate 
from one another, and a server in the syndication network inserts the selected 
advertisement into the multimedia presentation (Gever: Fig. 1 and Fig. 3). 
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Referring to claim 20 . Gever further discloses a system wherein the syndicated 
network collects the multimedia presentation having the selected advertisement inserted 
therein previous to entering the syndication network (Gever: Fig. 3). 

Referring to claim 21 . Gever further discloses a system wherein the syndicated 
network collects information relating to the identifier means from the user's computer 
and delivers the identifier information to the selector means (Gever: Fig. 5). 

Referring to claim 32 . Claim 32 is rejected under the same rationale as set forth 
above in claim 1. 

Referring to claim 33 . Gever discloses a system according to claim 32 as 
indicated supra. Gever further discloses a system wherein the selector randomly 
selects the advertisement (Gever: column 2, lines 37-53). 

Referring to claim 34 . Gever discloses a system according to claim 32 as 
indicated supra. Gever further discloses a system wherein the seamless advertisement 
is dynamically contained in the multimedia presentation (Gever: Fig. 3 and column 2, 
lines 5-36). 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 5-7, 13, 22-26 and 37 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Gever U.S. Patent No. 6,313,835. 

Referring to claim 5 . Gever discloses a system according to claim 4 as indicated 
supra. Gever further discloses a system wherein the animation is supported by Java. 
Gever does not expressly discloses a system wherein the animation is created using 
Flash. Gever does mention that existing tools for preparing Web pages, such as 
Dreaweaver (A flash component), produced by Macromedia, are relatively complex and 
a small company, organization or home user does not need such tools and in many 
cases does not know how to take advantage of their sophisticated features (Gever: 
column 1, lines 30-40). 

To have modified the method of Gever to have included any means of creating 
animation would have been obvious to the skilled artisan because the inclusion of such 
means would have been an obvious matter of design choice in light of the system 
already discloses by Gever. Such modification would not have othen/vise affected the 
system of Gever and would have merely represented one of numerous means that the 
skilled artisan would have found obvious for the purposes already disclosed by Gever. 
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Additionally, applicant has not persuasively demonstrated the criticality of providing the 
flash means versus the means discloses by Gever. 

Referring to claim 6 . Gever discloses a system according to claim 5 as indicated 
supra. Gever further discloses a system wherein the animation is an original 
presentation (Gever: Fig. 2 and Fig. 3). 

Referring to claim 7 , Gever discloses a system according to claim 5 as indicated 
supra. Gever further discloses a system wherein the animation is a pre-existing 
presentation and the embedded placeholder is then added to the pre-existing 
presentation (Gever: Fig. 2 and Fig. 3). 

Referring to claim 13 . Gever discloses a system according to claim 1 as 
indicated supra. Gever does not expressly disclose a system wherein the computer 
program is Generator (a Macromedia product). Gever does mention that existing tools 
for preparing Web pages, such as Dreaweaver (A flash component), produced by 
Macromedia, are relatively complex and a small company, organization or home user 
does not need such tools and in many cases does not know how to take advantage of 
their sophisticated features (Gever: column 1 , lines 30-40). 

To have modified the method of Gever to have included any means of creating 
and inserting animation would have been obvious to the skilled artisan because the 
inclusion of such means would have been an obvious matter of design choice in light of 
the system already discloses by Gever. Such modification would not have otherwise 
affected the system of Gever and would have merely represented one of numerous 
means that the skilled artisan would have found obvious for the purposes already 
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disclosed by Gever. Additionally, applicant has not persuasively demonstrated the 
criticality of providing Generation versus the means discloses by Gever. 

Referring to claim 22 . Gever further discloses a system that comprises a buyer 
providing at least a portion of the set of advertisements (Gever: Fig. 3). Gever does not 
expressly disclose a media buyer . However these differences are only found in the 
nonfunctional data stored. Data identifying a particular product set is not functionally 
related to the system. Thus, this descriptive material will not distinguish the claimed 
invention from the prior art in terms of patentability, see In re Gulack, 703 F.2d 1381 , 
1385, 217 USPQ 401, 404 (Fed. Cir. 1983). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to store data identifying a plurality of product sets 
because merely identifying a particular product set for sale would have been obvious. 
See Gulack cited above. 

Referring to claim 23 . Gever discloses a system according to claim 22 as 
indicated supra. Gever further discloses a system wherein the buyer receives 
information relating to the identifier means from the user's computer (Gever: Fig. 1 and 
Fig. 5). 

Referring to claim 24 . Gever discloses a system according to claim 21 as 
indicated supra. Gever further discloses a system wherein the identifier information 
from the syndication network is further delivered to a buyer (Gever: Fig. 1 and Fig. 5). 

Referring to claim 25 . Gever discloses a system according to claim 24 as 
indicated supra. Gever further discloses a system wherein the identifier information is 
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delivered from the syndication network to the buyer to the selector means (Gever: Fig. 1 
and Fig. 5). 

Referring to claim 26 . Gever discloses a system according to claim 24 as 
indicated supra. Gever further discloses a system wherein the identifier information is 
delivered from the syndication network to the buyer and the identifier information is also 
delivered from the syndication network to the selector means (Gever: Fig. 1 and Fig. 5). 

Referring to claim 37 . Claim 37 is rejected under the same rationale as set forth 
above in claims 1-34. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 27-30, 31 and 35-36 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Gever U.S. Patent No. 6,313,835 in view of Gupta U.S. Patent 

No. 6,487,538, 

Referring to claims 27-30 . Gever discloses a system according to claim 8 as 
indicated supra. Gever does not expressly disclose the system comprising: 

• An advertisement charge to the sponsor of the selected advertisement delivered 
in the multi-media presentation wherein the charge is paid to an owner of the 
multimedia presentation; 

• Is apportioned to a group comprising an owner of the multimedia presentation 
and an owner of a media buyer providing the selected advertisements; or 

• Is apportioned to a group comprising an owner of the multimedia presentation, an 
owner of a media buyer providing the inserted advertisement, and an owner of 
the delivery means for providing the multimedia presentation to the user 

Gupta discloses the system comprising: 

• An advertisement charge to the sponsor of the selected advertisement delivered 
in the multi-media presentation wherein the charge is paid to an owner of the 
multimedia presentation (Gupta: column 4, lines 26-37); 
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• Is apportioned to a group comprising an owner of the multimedia presentation 
and an owner of a media buyer providing the selected advertisement (Gupta: 
column 4, lines 26-37); or 

• Is apportioned to a group comprising an owner of the multimedia presentation, an 
owner of a media buyer providing the inserted advertisement, and an owner of 
the delivery means for providing the multimedia presentation to the user (Gupta: 
column 4, lines 26-37). 

At the time the invention was made, it would have been obvious to a person of 
ordinary skill in the art to have modified the system of Gever to have included the 
limitations of Gupta as discussed above so advertisements would be able to appear on 
web sites that do not normally attract advertisers (Gupta: column 6, lines 10-23). 

Referring to claim 31 . Gever further discloses the system wherein the delivery 
means is a syndication network (Gever: Fig. 1 and Fig. 3). 

Referring to claims 35-36 . Claims 35 and 36 are rejected under the same 
rationale as set forth above in claims 1-34. 

Response to Arguments 

Applicant's arguments with respect to claims 1-37 are moot in view of the new 
grounds for rejection. 
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Conclusion 



Any inquiry concerning this communication should be directed to Matthew Gart 
whose telephone number is 703-305-5355. This examiner can normally be reached 
Monday-Friday, 8:30AM-5:30PM EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ms. Wynn Coggins can be reached on 703-308-1344. The fax phone 
numbers for the organization where this application or proceeding is assigned are 703- 
746-7239 for regular communications and 703-746-7238 for After Final 
communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-305- 
3900. 




Patent Examiner 
November 8, 2004 



